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2a)D This action is FINAL. 2b)[3 This action is non-final. 
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4) ^ Claim(s) 1-39 is/are pending in the application. 
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6) H Claim(s) 12-20,22-24,27 and 29-37 is/are rejected. 
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DETAILED ACTION 

Election/Restrictions 

1. Claims 1-11 have been withdrawn from further consideration pursuant 
to 37 CFR 1. 142(b), as being drawn to a nonelected invention, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction 
(election) requirement in Paper No. 7. 

Drawings 

2. The corrected or substitute drawings were received on February 26, 
2003. These drawings, as well as the original drawing sheets filed 09/04/2001 
are approved by the Examiner. 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

4. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
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inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the 
inventor and invention dates of each claim that was not commonly owned at 
the time a later invention was made in order for the examiner to consider the 
applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

5. Claims 12-15, 17-20, 22-24, 27, and 29-37 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Ackley (US 5,655,453) in view of Merritt 
(Des. 349,571). Ackley teaches a process of applying a pattern to an object 
with a curved surface (such as a pellet or other cylindrical shaped object) 
including the steps of providing the object, orienting the object relative to a 
printing device, and printing a pattern on the object using the printing device. 
See, in particular, Figures 2 and 15 and columns 8-12. Although Ackley does 
not necessarily teach the object printed upon is an earplug, note Merritt 
teaches an ear protector having an indicia provided thereon is well known in 
the art. See, in particular, the Figure of Merritt. In view of this teaching, it 
would have been obvious to one of ordinary skill in the art to provide the 
printing process of Ackley to be used to print indicia upon a surface of any 
similar shaped object, such as an earplug or ear protector, to provide printed 
indicia upon earplugs to function as an advertisement or cheering aid. 
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With respect to claims 13-15 and 33-34, note Ackley teaches the use of a 
non-contact printing device (i.e., ink jet printhead) and an impact printing 
device in column 9, lines 57-66 and column 12, lines 29-48. 

Furthermore, with respect to claim 17, although Ackley does not 
specifically state that the pattern formed is a dot matrix pattern, note that it is 
well known in the art that inkjet printing devices can be used to form dot 
matrix patterns. Therefore, there is no unobviousness in using the inkjet 
printer of Ackley to form a dot matrix pattern of the desired indicia. 

With respect to claims 18-20 and 36-37, note the teaching in column 6, 
lines 27-30 and column 8, lines 34-39 of Ackley. Furthermore, note that 
Merritt shows a number indicia on the ear plug is well known in the art. 

With respect to claims 22-23, note the object of Ackley is oriented by an 
alignment device 10, 12, 25 for positioning the object within or near the 
printing device and since the alignment device functions to move the objects 
throughout the printing process, it can broadly be considered to selectively 
position the object in "a plurality of orientations" as broadly recited by 
applicant. 

With respect to claim 24, since the printing device of Ackley includes a 
pair of printheads, it can broadly be considered to apply a pattern to the object 
from "a plurality of positions" as recited. 

With respect to claims 27 and 29, again note that Ackley in view of 
Merritt render obvious the process as recited. Note, in particular, the above 
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comments with respect to claims 12-26 and that Ackley teaches 
communicating a pattern from a storage device to the printing device using a 
controller in column 9, line 57-column 10, line 14. 

With respect to claims 30-32, note that Ackley teaches the use of inkjet 
printers including at least one nozzle for ejecting ink. Although Ackley is silent 
with respect to the particular details of the inkjet printer structure, note that 
inkjet printers including ejection of ink from nozzles with vibration as well as 
inkjet printers using charge electrodes to deflect the ink are well known in the 
art. In view of this teaching, it would have been obvious to one of ordinary skill 
in the art to provide any known inkjet printer structure of the inkjet device of 
Ackley as modified by Merritt, as it would simply require the obvious 
substitution of one known inkjet printhead arrangement for another to provide 
better printing of the indicia upon the article. 

With respect to claim 35, note that Ackley teaches applying a pattern to 
the side surface of a cylindrical object is well known in the art. 

6. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ackley in view of Merritt as applied to claims 12-15, 18-20, and 22 above, and 
further in view of Roulleau (US 5, 142,976). Ackley in view of Merritt teach a 
process as recited with the exception of the particular type of contact printing 
device. Roulleau teaches that the use of an impact printing device such as a 
pad printing device for printing upon curved surfaces is well known in the art. 
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See columns 1-2 and Figure 1 of Roulleau in particular. In view of this 
teaching, it would have been obvious to one of ordinary skill in the art to 
provide a pad printing device as taught by Roulleau in the printer of Ackley as 
modified by Merritt, as it would simply require the obvious substitution of one 
known impact printing device for another. 

Allowable Subject Matter 

7. Claims 38-39 are allowed. 

8. Claims 21, 25-26, and 28 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable 
subject matter: 

With respect to claims 38-39, the prior art of record fails to teach or fairly 
suggest a process for providing a pattern on an earplug having all of the 
method steps as recited, in combination with and particularly including, the 
earplug having two end surfaces and a side surface, and printing a first pattern 
on the side surface of the ear plug and printing a second pattern on one of the 
end surfaces of the earplug. 
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With respect to claim 21, the prior art of record fails to teach or fairly 
suggest a printing process having all the method steps as recited, in 
combination with and particularly including, having a plurality of printing 
devices for printing a plurality of patterns on the earplug, the printing devices 
being oriented one of 120°, 180°, and 90° relative to one another. 

With respect to claims 25-26, the prior art of record fails to teach or fairly 
suggest a printing process having all the method steps as recited, in 
combination with and particularly including, the printing device including at 
least one nozzle, the nozzle applying the pattern to the earplug from a plurality 
of orientations as recited. 

With respect to claim 28, the prior art of record fails to teach or fairly 
suggest a printing process having all of the method steps as recited, in 
combination with and particularly including, the step of orienting the printing 
device relative to the earplug using the controller. 

Response to Arguments 

10. Applicant's arguments filed December 19, 2003 have been fully 
considered but they are not persuasive of any error in the above rejections. 

In response to applicant's argument that Ackley fails to teach or suggest 
impact printing techniques as recited in claim 15 and is limited to nonimpact 
printing only, the Examiner disagrees and directs applicant's attention to 
column 12, lines 29-48 and Figures 15-17 of Ackley, which clearly states that 
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the pellet shaped articles can be printed using the more traditional contact- 
type printing procedures. 

Additionally, applicants argue that the pellet shaped food and 
pharmaceutical items of Ackley are typically "hard, non-resilient, non- 
compressible, often hollow objects filled with solid, granular, or liquidous 
materials" and therefore are not similar to earplugs, which are typically 
compressibly resilient items. Again, the Examiner disagrees with this 
argument. First, the claims as currently written do not necessarily require the 
earplugs to be "resilient" or "compressible". Additionally, Merriam Webster's 
Collegiate Dictionary (Tenth Edition) defines a capsule as "a shell usually of 
gelatin for packaging something (as a drug or vitamin)." It is the Examiner 
position that a capsule made of gelatin (or, according to applicant's definition, a 
hollow object filled with liquid material) is broadly resilient and compressible to 
some extent and therefore similar in material composition/ behavior to a 
resilient body such as an earplug. 

Applicant also argues that Merritt does not specifically teach an earplug 
since the patent only discloses a "combination ear protector and cheering aid" 
and according to applicant, the terms "cheering aid" and "ear protector" are 
vague and unclear in meaning and therefore Merritt fails to teach an earplug as 
recited. Again, the Examiner disagrees with this argument. It is the 
Examiner's position that one of ordinary skill in the art would easily recognize 
the item of Merritt to be an earplug with indicia provided on it which functions 
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to reflect the user's favorite athletes (i.e., player numbers in football, 
basketball, etc. or driver number such as in NASCAR race cars) or other items. 
Clearly, persons attending sporting events in large stadiums/ race tracks would 
be subjected to noise levels which would encourage them to protect their 
ears/ hearing with earplugs. 

Furthermore, in response to applicant's argument that there is no 
suggestion to combine the references, the examiner recognizes that 
obviousness can only be established by combining or modifying the teachings 
of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art. See In re 
Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and Inre Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, although Merritt 
merely shows an ear protector with indicia provided thereon and is silent with 
respect to whether the indicia is printed, it is the Examiner's position that it 
would have been obvious to one of ordinary skill in the art to use a printing 
arrangement to print the indicia upon the ear protector, since printing is a well 
known way of applying indicia to articles. Furthermore, Ackley teach printing 
arrangements for printing relatively small and resilient objects having curved 
surfaces. Therefore, it would have been obvious to one of ordinary skill in the 
art to use the printing process taught by Ackley to print indicia upon an 
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earplug (i.e., a relatively small article with a curved surface) to provide an 
earplug with printed indicia that functions as a cheering aid. 

In view of this reasoning, the above rejections are deemed appropriate by 
the Examiner. 

Response to Amendment 

11. The declaration under 37 CFR 1.132 filed December 19, 2003 is 
insufficient to overcome the rejections of claims 12-20, 22-24, and 27-37 based 
upon 35 USC 103 as set forth in the last Office action because: 

It refer(s) only to the system described in the above referenced 
application and not to the individual claims of the application. Thus, there is 
no showing that the objective evidence of nonobviousness is commensurate in 
scope with the claims. See MPEP § 716. In particular, applicants have failed 
to establish a nexus between the claimed invention and the evidence of 
commercial success. Specifically, in the declaration, applicants merely state 
that they "believe" the product "EARSoft Blasts" are formed according to the 
process of the invention described and claimed in the application and that they 
further believe that the product "EARSoft Neons" are not formed by the process 
of the invention. Applicants further state that EARSoft Blasts have experienced 
commercial success. These broad statements provided in the declaration do 
not provide evidence commensurate in scope with the claims. Note that MPEP 
716.03(b) states that a declaration stating that commercial success attributed 
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to a product or process " constructed accordirtQ to the disclosure and claims of 
the patent application" or other similar language does not establish a nexus 
between the claimed invention and commercial success because there is no 
evidence that the product or process which has been sold corresponds to the 
claimed invention, or that whatever commercial success may have occurred is 
attributable to the product or process defined by the claims. 

In view of the foregoing, when all of the evidence is considered, the 
totality of the rebuttal evidence of nonobviousness fails to outweigh the 
evidence of obviousness. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. Simmet (US 5,671,667) teaches a printer for printing 
upon a resilient cylindrical object having obvious similarities to the claimed 
subject matter. 

13. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Leslie J. Evanisko whose telephone 
number is (571) 272-2161. The examiner can normally be reached on M-Th 
7:30 am-6:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Andrew H. Hirshfeld can be reached on (571) 272-2168. 



Application/ Control Number: 09/871,390 



Page 12 



Art Unit: 2854 

The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306, 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 




Leslie J. Evanisko 
Primary Examiner 
Art Unit 2854 
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April 5, 2004 



